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Art Unit: 3671 

DETAILED ACTION 
Drawings 

1. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference character "163" has been used to designate a second passage, a 
tool housing, and a valve piece (page 13 of specification). Corrected drawing sheets in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

2. The disclosure is objected to because of the following informalities: 

• Page 13: Reference number 163 is referred to as a "second passage" (line 
14), "tool housing" (line 24), and "valve piece" (line 25). Appropriate 
correction is required. 

• ' Page 14: It appears that the reference number 60 after LIP-assembly 

should be changed to reference number 40. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of tlie appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the jnvention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states.; 

4. Ciainris 27-32, 37, 38, 41, 42, and 52-54 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Cowan, GB 2233365, cited by applicant. 

Regarding claim 27, Cowan discloses a subsea lubricator for attachment to a 
subsea Christmas tree (page 5 paragraph 5 lines 1-2) inherently comprising at least one 
tree passage therethrough, said subsea lubricator comprising: 

At least one lubricator passage (36) which inherently communicates with at least 
one tree passage in said subsea Christmas tree; and 

At least one bypass assembly (Fig. 2A) comprising at least one bypass passage 
which communicates with at least one tree passage in said subsea Christmas tree. 

Regarding claim 28, the at least one bypass assembly (Fig. 2A) further 
comprises at least one lower bypass pipe (area of 121 , 108a) and at least one upper 
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bypass pipe (107, 108, 109, connection of 4a to 100) removably connected (via 4a, 4b) 
to said at least one lower bypass pipe (area of 121, 108a). 

Regarding claim 29, the at least one bypass assembly (Fig. 2A) comprises at 
least two upper bypass pipes (107, 108, 109, connection of 4a to 100). 

Regarding claim 30, Cowan further discloses a tool housing portion (32) 
comprising an upper end (98) and a bore (75) which defines a portion of said at least 
one lubricator passage (36). Cowan further discloses said bypass assembly (Fig. 2A) 
further comprising a crossover assembly (piston 91 / bore 90 / channel 100 
arrangement) for fluidly connecting said at least one upper bypass pipe (107) with said 
at least oneilubricator passage (36) at a location proximate to said upper end (98) of 
said tool housing portion (32). 

Regarding claim 31, Cowan further discloses a pressure control assembly 
(generally 5a) disposed generally below said tool housing portion (6), said pressure 
control assembly (5a) comprising a lower end (generally 2), a bore (Fig. 1) which 
defines a portion of said at least one lubricator passage (36), and at least one pressure 
control valve (5a) for selectively closing said at least one lubricator passage (36), said 
bypass assembly further comprising a valve assembly (Fig. 2A) for fluidly connecting 
said at least one lower bypass pipe (area of 121 , 108a) with said at least one lubricator 
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passage (36) at a location below (right side of Fig. 2A) said at least one pressure control 
valve (5a). 

Regarding claim 32, said crossover assembly (91, 90, 100) further comprises a 
connector (4a, 4b) for fluidly connecting said crossover assembly (91, 90, 100) to an 
external fluid source (10). 

Regarding claim 37, the lubricator further comprises an adaptor (8), said valve 
assembly fomiing a portion of said adaptor (Fig. 2A). 

Regarding claim 38, the adaptor (8) is removably attached to the pressure control 
assembly (5a), the adaptor comprising a subsea connector adapted for connection to 
said tree. 



Regarding claim 41, the crossover assembly (91, 90, 100) acts as a valve 
actuator. 

Regarding claim 42, Cowan discloses an inherent method of use, comprising: 

• Providing at least one bypass passage (107) fluidly connecting said subsea 
lubricator to said subsea Christmas tree (via 36); 

• Connecting said subsea lubricator to a source of first external fluid (24). 
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• Injecting said first external fluid (24) into said subsea lubricator to displace a 
first internal fluid within said subsea lubricator (page 13 lines 3-7); and 

• Circulating said first internal fluid to said subsea well through said bypass 
passage (107) into an external flow line (7). 

Regarding claim 52, the limitations therein have been described above with 
regards to claims 27, 28 and 30. 

Regarding claim 53, the limitations therein have been described above with 
regards to claim 33. 

Regarding claim 54, the limitations therein have been described above with 
regards to claim 37. 

5. Claim 49 is rejected under 35 U.S.C. 102(b) as being anticipated by Coutts, WO 
93/03254. : 

Coutts discloses a method for killing a subsea well using a subsea intervention 
device, including a subsea well (14) having a subsea tree (32) landed thereon, said 
method comprising: 

Landing a subsea device on said subsea tree (32), said subsea device 
comprising at least one valve (18); 
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Providing at least one bypass passage (102) fluidly connecting said subsea tree 
with a source of kill fluid; and 

When said at least one valve (18) is closed, injecting said kill fluid into said well 
through said bypass passage (102) and said subsea tree (32). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Clainris 33-36, 39. 50 and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cowan, GB 2233365, cited by applicant, in view of Schroeder et al., 
US 47051 14. 

Regarding claim 33. Cowan discloses a subsea lubricator for connection to a 
Christmas tree as described above, including a lubricator passage (36) and a bypass 
assembly (Fig. 2A) comprising a valve assembly. Cowan further discloses said valve 
assembly further comprising a first inlet fluidly connected to said at least one lower 
bypass pipe (area of 121), a second inlet fluidly connected to a subsea umbilical (100), 
and a first outlet (108a) fluidly connected to a production passage (36) in said subsea 
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Christmas tree. Cowan fails to disclose a second outlet fluidly connected to an annulus 
passage in a subsea Christmas tree. 

Like Cowan, Schroeder discloses a subsea well intervention apparatus, including 
a lubricator passage (63) and a bypass assembly (68). Unlike Cowan, Schroeder 
discloses an outlet (68) fluidly connected to an annulus passage (38) in a subsea 
production tree (Fig. 3). 

Given the suggestion in Schroeder, it would have been obvious to one of 
ordinary skill in the art to modify Cowan as taught in Schroeder by including an outlet 
(68) fluidly connected to an annulus passage (38) in a subsea production tree (Fig. 3) 
so the annulus is fluidly accessible for pressure equalization or fluid circulation. 

Regarding claim 34, the valve assembly in Cowan comprises check valves (114) 
disposed in each of said first and second inlets. 

Regarding claim 35, the valve assembly in Cowan comprises a stop valve (1 14) 
disposed in said first outlet. 

Regarding claim 36, the valve assembly in Cowan comprises a stop valve (114) 
disposed in 3aid second outlet. 

Regarding claim 39, Cowan discloses a subsea lubricator for connection to a 
Christmas tree as described above, including a production passage (36), a first adaptor 
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passage (connection of 8 to 100) for fluidly connecting said at least one lubricator 
passage with said production passage (36) in said tree, and a second adaptor passage 
(107, 108, ip8a, 109). Cowan fails to disclose an annulus passage, with an adaptor 
passage fluidly connecting a lower bypass pipe with the annulus passage. 

Like Cowan, Schroeder discloses a subsea well intervention apparatus, including 
a lubricator passage (63) fluidly connected to a production passage (39) in a subsea 
tree (37) and a bypass assembly (68). Unlike Cowan, Schroeder discloses the bypass 
assembly (68) fluidly connected to an annulus passage (38) in the tree (37). 

Given the suggestion in Schroeder, it would have been obvious to one of 
ordinary skill in the art to connect a bypass assembly (68) to the inherent annular 
passage of the tree in Cowan so the annulus is fluidly accessible for pressure 
equalization; or fluid circulation. 

Regarding claims 50 and 51 , the method for circulating fluids is inherent in the 
device described in the combination of Cowan and Schroeder as applied to claim 39 
above. 

8. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cowan, 
GB 2233365, cited by applicant, in view of Hainebach, US 3712862. 

Cowan discloses a subsea lubricator for connection to a Christmas tree as 
described above, including a production passage (36), a first adaptor passage for fluidly 
connecting said at least one lower bypass pipe (108a) with said production passage 
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(36) in said tree, and a second adaptor passage (107, 108, 108a, 109). Cowan fails to 
disclose an annulus passage, with an adaptor passage fluidly connecting a lubricator 
passage with the annulus passage. 

Like Cowan, Hainebach discloses a subsea well intervention apparatus, including 
a lubricator passage (10) and a bypass assembly (27) fluidly connected to a production 
passage (19) in a subsea tree (1 1). Unlike Cowan, Hainebach discloses the lubricator 
passage (10) fluidly connected to an annulus passage (38) in the tree (37). 

Given the suggestion in Hainebach, it would have been obvious to one of 
ordinary skill in the art to connect a lubricator passage (Hainebach; 10) to the inherent 
annular passage of the tree in Cowan so the annulus is fluidly accessible for pressure 
equalization! or fluid circulation. 

9. Claims 44 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cowan, GB 2233365, cited by applicant, in view of Doremus et. al., US 4658904. 

Regarding claim 44, Cowan discloses a method of circulating fluid in a subsea 
intervention device as described above, including a first external fluid. Cowan fails to 
disclose using a hydrate inhibitor as the first external fluid. 

Like Cowan, Doremus discloses a method of circulating fluid in a subsea 
intervention device. Unlike Cowan, Doremus discloses using a hydrate inhibitor 
(column 5 lines 21-24) as the external fluid. 
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Given the suggestion in Doremus, it would have been obvious to one of ordinary 
skill in the aft to modify Cowan as taught in Doremus by using a hydrate inhibitor as the 
external fluid to prevent the formation of hydrates (column 13 lines 49-53), thereby 
preventing hydrocarbon solids from blocking the narrow passages of the lubricator. 

Regarding claim 45, it is commonly known the art that methanol and glycol are 

i 

standard hydrate inhibitors. 

10. Clainis 43 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Cowan, GB 2233365, cited by applicant, in view of Coutts, WO 93/03254. 

Regarding claim 43, Cowan discloses a method of circulating fluid in a subsea 
intervention device as described above, including a first external fluid. Cowan fails to 
disclose using water as the first external fluid. 

Like Oowan, Coutts discloses a method of circulating fluid in a subsea 
intervention device. Unlike Cowan, Coutts discloses using water (page 15 lines 6-7) as 
the external fluid. 

Given the suggestion in Coutts, it would have been obvious to one of ordinary 
skill in the art to using water as the external fluid in the circulation method of Cowan 
because water is readily available on offshore rigs, so its use eliminates transportation 
and disposal costs. 
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Regarding claim 46, Cowan discloses a method of circulating fluid in a subsea 
inten/ention;device as described above, including a first external fluid. Cowan fails to 
disclose using a diluent fluid as the first extemal fluid. 

Like Cowan, Coutts discloses a method of circulating fluid in a subsea 
intervention device. Unlike Cowan, Coutts discloses using barites mud or brine (page 
1 5 lines 6-7) as the external fluid. 

Given the suggestion in Coutts, it would have been obvious to one of ordinary 
skill in the all to using a diluent fluid such as barites mud or brine in the circulation 
method of Cowan so that sands or other particulate matter can be cleaned up by the 
circulation procedure. 

1 1 . Claims 47 and 48 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Cowan, GB 2233365, cited by applicant, in view of Coutts, WO 93/03254, as 
applied to claims 43 and 46 above, and further in view of Doremus et. al., US 4658904. 

Cowan and Coutts disclose combination of methods of circulating fluid in a 
subsea intervention device as described above, including water as a first external fluid 
and a first internal fluid. The internal fluid could inherently be water (claim 47) or 
produced hydrocarbons (claim 48). Cowan further discloses a series of tanks and 
umbilicals capable of handling injection of a second external fluid (Fig. 2B) (claim 48). 
Cowan and Coutts fail to disclose using a hydrate inhibitor as the first external fluid. 
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Like the combination of Cowan and Coutts, Doremus discloses a method of 
circulating fluid in a subsea intervention device, including a first intemal fluid and a first 
external fluid. Unlike the combination of Cowan and Coutts, Doremus discloses using a 
hydrate inhibitor (column 5 lines 21-24) as the extemal fluid. 

Given the suggestion in Doremus, it would have been obvious to one of ordinary 
skill in the art to modify the combination of Cowan and Coutts as taught in Doremus by 
using a hydrate inhibitor as the external fluid to prevent the formation of hydrates 
(column 13 lines 49-53), thereby preventing hydrocarbon solids from blocking the 
narrow passages of the lubricator. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Toni Newville whose telephone number is (571) 272 - 
1548. The examiner can normally be reached on Monday - Friday 8 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas B. Will can be reached on (571) 272-6998. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free).^ / 

Toni Newville 
September 16, 2005 
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